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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The text of those sections of Title 35, U.S. Code not included in this action can 
be found In a prior Office action. 

2. Claims 1 , 8-9, and 16 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Gerrish (US 2001/0040720 published Nov. 15, 2001). 

With regard to claims 1 , 9, Genrish discloses an optical amplifier comprising: 

an Input power detecting unit (fig. 1A. #32 ) that detects an input power of 
an optical signal; 

an output power detecting unit (#34 ) that detects an output power of the 
optical signal; 

a control unit (#100 ) that calculates a factor (e.g.. G«p of fig. 1B ) that 
depends upon the input power ( Pmik)) and causes a gain of the optical 
amplifying unit to change and controls the optical amplifying unit to keep 
the gain constant based on the output power and a result of addition of the 
input power and the factor (paragraph 100191 and the subseguent 
algorithm ). 

The Examiner considers the claim language identified in italics above to be a 
functional limitation, i.e. intended use. While features of an apparatus may be recited 
structurally or functionally, claims directed to an apparatus must be distinguished from 
the prior art in terms of structure rather than function alone. Since the structural 
limitations have been met by the prior art, the functional limitations can be performed by 
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the prior art structure merely by programming the control unit (#100) to optimize the 
gain based on the claimed algorithm. See MPEP 21 14. 

With regard to claim 8, the control unit controls the power of the excitation laser 
diode (#22: ParaGraph r00241 ). 

Claim Rejections • 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not Identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

4. Claims 4 and 12 are rejected under 35 U.S.C. 102(b) as anticipated by or, In the 
alternative, under 35 U.S.C. 103(a) as obvious over Gerrish. 

Gerrish discloses gain control based on input power and temperature. 
(ParaGraph fOOIQI ). Or if it is held that the Gemsh does not specifically disclose that 
said factor is the temperature, it is well-known that an fluctuation in power results in a 
con^esponding temperature change. In paragraph [00191 . Gerrish discloses that "control 
calculations.. .of problematic conditions such as,. ..high temperature, low temperature" 
are processed in the control algorithm. Increased input power is an increase in the 
number of photons entering the fiber. Photons are bundles of light energy. Heat is 
energy. Therefore, an increased number of photons results in increased temperature 
and vice versa. Consequently, It would have been obvious to one of ordinary skill in the 
art (e.g. an optical engineer) at the time the invention was made to conclude that a 
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factor of input power would be temperature for the advantage of providing an accurate 
control algorithm. 

5. Claims 1 7-1 8 are rejected under 35 U.S.C, 1 03(a) as being unpatentable over 

Genrish in view of Suzuki (US 6,335,821 publised Jan. 1, 2002) 
Gemsh discloses: 

a power detecting unit (fig. 1A#15 ) that detects the input power of the 
input optical signal (#32 ) and the output power (#34 ) of the output optical 
signal and produces a corresponding detection output based on both 
thereof (input into #46) : 

detecting an operating temperature of the amplifier ( paraaraph [00201 
discloses temperature of the amplifier ): 

o a change in the operating temperature causing the gain of the optical 
amplifier to change to maintain the gain of the optical amplifier at a 
predetermined value (this is inherent: changes in temperature affect 
the gain of the amplifier: see also r00201 ): 
Gerrish does not specifically disclose a temperature-detecting unit detecting the 
temperature of an EDF and producing a corresponding temperature detection output. 
However, Gerrish discloses detecting an operating temperature of the optical amplifier. 
Further, Suzuki teaches a temperature detector detecting the temperature of an EDF an 
producing a corresponding output (#9). It would have been obvious to one of ordinary 
skill in the art (e.g. an optical engineer) at the time the invention was made to use the 
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temperature detector to detect the operating temperature of an EDF for the advantage 
of producing a flat amplifier gain. 

Gerrish does not specifically disclose that the control unit calculates a power of 
the ASE based on the power and the temperature detection outputs. However, Suzuki 
teaches, as it is well known in the art, the ASE is a function of power and temperature 
( figs. 37-39 ). It would have been obvious to one of ordinary skill in the art (e.g. an 
optical engineer) at the time the invention was made to calculate the ASE based on 
input power and temperature because ASE is a function of these two parameters. 

Apparatus claim 17 contains only the following positive structural limitations: a 
power detecting unit, a temperature detecting unit, and a control unit. All the other 
language in the claims are method limitations. Method limitations do not serve to 
patentably distinguish the claimed structure over that of the reference. See In re 
Pearson , 181 USPQ 641: In re Yanush . 177 USPQ 705; In re FinstenA/alder, 168 USPQ 
530; In re Casev . 512 USPQ 235; In re Otto . 136 USPQ 458; Ex parte Masham . 2 
USPQ 2nd 1647. 

See MPEP § 21 14 which states: 

A claim containing a "recitation with respect to the manner in which a claimed apparatus is 
intended to be employed does not differentiate the claimed apparatus from the prior art 
apparatus" if the prior art apparatus teaches all the structural limitations of the claim. Ex parte 
IVIasham . 2 USPQ 2nd 1647 

Claims directed to apparatus must be distinguished from the prior art in terms of structure rather 
than functions. In re Danlv. 120 USPQ 528, 531. 

Apparatus claims cover what a device is not what a device does. Hewlett-Packard Co. v. Bausch 
& Lomb Inc. . 15 USPQ2d 1525, 1528, 
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Response to Arguments 



6. Applicant's arguments with respect to claims 1 , 4, 8-9, 12, and 16-18 have been 
considered but are moot in view of the new ground(s) of rejection. 



7. Any Inquiry concerning this communication or earlier communications from the 
examiner should be directed to Deandra M. Hughes whose telephone number is 571- 
272-6982. The examiner can nomially be reached on M-F, 8:30am-5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor. Jack Keith can be reached on 571-272-6878. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Infonnation regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more infonnation about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



Conclusion 




■Oeandra M hroghes 
Primary Examiner 
Art Unit 3663 



